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REMARKS 

The present Amendment is in response to the Examiner's Final Office Action mailed 
March 15, 2007. Claims 12-37 are cancelled, claims 1 and 9 are amended, and new claims 48-61 
are added. Claims 1-11 and 38-61 are now pending in view of the above amendments. 

Reconsideration of the application is respectfully requested in view of the above 
amendments to the claims and the following remarks. For the Examiner's convenience and 
reference, Applicant's remarks are presented in the order in which the corresponding issues were 
raised in the Office Action. 

Please note that the following remarks are not intended to be an exhaustive enumeration 
of the distinctions between any cited references and the claimed invention. Rather, the 
distinctions identified and discussed below are presented solely by way of example to illustrate 
some of the differences between the claimed invention and the cited references. In addition, 
Applicants request that the Examiner carefully review any references discussed below to ensure 
that Applicants understanding and discussion of the references, if any, is consistent with the 
Examiner's understanding. 

I. CLAIM REJECTIONS 

A. Rejection Under 35 U.S.C. §102(a/b/e) 

The Examiner rejects claims 1, 7-11, 41, 38-40, and 42 under 35 U.S.C. § 102(e) 1 as 
being anticipated by Kinoshita et al. (United States Patent No. 7,075,712). Because Kinoshita 
does not teach each and every element of the rejected claims, Applicants respectfully traverse 
this rejection in view of the following remarks. 

A claim is anticipated under 35 U.S.C. § 102(a), (b), or (e) only if each and every element as 
set forth in the claim is found, either expressly or inherently described, in a single prior art 
reference. Further, the identical invention must be shown in as complete detail as is contained in the 
claim. Finally, the elements must be arranged as required by the claim. Manual of Patent 
Examining Procedure ("MPEP") §2131. 



1 Because Kinoshita is only citable under 35 U.S.C. § 102(e), Applicants do not admit that Kinoshita is in fact prior 
art to the claimed invention but reserve the right to swear behind Kinoshita if necessary to remove it as a reference. 
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On page 2 of the Office Action, the Examiner identifies element 684 as an optical filter, 
element 680 (to the right of element 684) as a first optical isolator, element 680 (to the left of 
filter 684) as a second optical isolator, and optical terminators placed on ports 700 as a light 
disposer (see Figure 12A reproduced below). 

FIG. 12A 
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As amended herein, claim 1 recites the element "an optical filter configured to multiplex 
and/or demultiplex a first channel and a second channel based on a wavelength of each 
channel . . . ." (Emphasis added). Moreover, claim 9 recites the element "a means for filtering one 
or more wavelengths of optical energy based on the wavelengths of the one or more wavelengths 
of optical energy. . . ." (Emphasis added). 

In direct contrast, element 684 of Kinoshita is a pre-amplification module which 
"amplifies and filters the signal as described in more detail in reference to FIG. 13...." Col. 18, 
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lines 15-17. As shown in Figure 13 (reproduced below) "the pre-amplification module 684 
comprises coupler 720, erbium doped fiber (EDF) 722, and gain flattening filter 724." Col. 19, 
lines 11-13. 
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FIG. 13 

The purpose of pre-amplification module 684 is to combine an input signal from optical 
fiber 318 (see Figure 12A above) with laser light from a pump laser within laser pump bank 690 
to amplify the input signal. See col. 19, lines 15-24. The Examiner has not, however established 
that Kinoshita discloses that pre-amplification module 684 multiplexes and/or demultiplexes 
signals based on a wavelength of each signal as set forth in claims 1 and 9. Therefore the 
Examiner has not established that Kinoshita teaches each and every element of claims 1 or 9 and 
the Applicant respectfully requests that the rejection of claims 1 and 9 be withdrawn. 

Regarding claim 42, the Examiner has not addressed or discussed the elements of claim 
42. For example, claim 42 recites the element, "an optical filter configured to: receive even- 
parity and odd-parity optical channels from the first and second optical isolators, respectively; 
transmit odd-parity optical energy and reflect even-parity optical energy to the light disposer by 
way of the first optical isolator; and transmit even-parity optical energy and reflect odd-parity 
optical energy to the second optical isolator." (Emphasis added). At least this element of claim 
42 has not been addressed or discussed in the Office Action. Therefore, a prima facie case of 
anticipation has not been set forth and the Applicant respectfully requests that the rejection of 
claim 42 be withdrawn. 
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B. Rejection Under 35 U.S.C. § 103 

The Examiner rejects claims 2, 5, 6, 43, 45, and 46 under 35 U.S.C. § 103 as being 
unpatentable over Kinoshita in view of Sridhar (U.S. Patent No. 5,778,1 18). The Examiner also 
rejects claims 5, 6, 45, and 46 under 35 U.S.C. § 103 as being unpatentable over Kinoshita in 
view of Zhang (U.S. Patent No. 5,548,608). The Examiner also rejects claims 4 and 44 under 35 
U.S.C. § 103 as being unpatentable over Kinoshita. 

Claims 2-8 and 41 depend from claim 1, claims 10, 11, and 38-40 depend from claim 9, 
and claims 43-47 depend from claim 42. If an independent claim is nonobvious under 35 U.S.C. 
103, then any claim depending therefrom is nonobvious. In re Fine, 837 F.2d 1071 (Fed. Cir. 
1988). Therefore, the Applicant respectfully requests that the rejection of claims 2-8, 10, 11, 38- 
41, and 43-47 be withdrawn at least for the reasons set forth above regarding claims 1, 9, and 42. 

Moreover, the Applicant respectfully notes that to modify Kinoshita as suggested in the 
Office Action there must be some reasonable expectation of success. See MPEP 2143.03. For a 
reasonable expectation of success, the modification must not render Kinoshita unsatisfactory for 
Kinoshita's intended purpose, and such modification must also not change the principle of 
operation of Kinoshita. 

For example, regarding the rejection of claims 2 and 43, the Examiner alleges that one 
would have been motivated to use an interference optical filter in Kinoshita in view of the 
teachings of Sridhar. However, the Examiner has not established that the Kinoshita device 
would continue to function as intended if the pre-amplification module 684 were replaced by an 
interference optical filter as suggested in the Office Action. For example, as discussed above, 
the pre-amplification module 684 combines a pump source with an input signal and subsequently 
filters the amplified signal so that each wavelength of the amplified signals receives a constant 
gain. See col. 19, lines 15-24. The Examiner has not established, however, that an interference 
optical filter would provide amplification and gain equalization as intended by the pre- 
amplification module 684 in Kinoshita. Thus, the proposed modification of Kinoshita may 
render Kinoshita non-functional, or change the principle of operation of Kinoshita, in which case 
the rejection of claims 2 and 43 is improper for this reason as well. 

Finally, the Applicant notes that in rejecting claim 4, the Examiner relies on In re Aller, 
105 USPQ 233 without making the required factual comparison between In re Aller and the facts 
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in this case regarding the Applicant's invention. It is clear that legal precedent may only be 
relied upon where it is first established that the fact are sufficiently similar, as required by MPEP 
2144.04. 

II. NEW CLAIMS 

Claims 48-61 have been added and depend from claim 1. Therefore, claims 48-61 are 
believed to be allowable at least for the same reasons as claim 1 . 
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CONCLUSION 

In view of the foregoing, Applicants believe the claims as amended are in allowable 
form. In the event that the Examiner finds remaining impediment to a prompt allowance of this 
application that may be clarified through a telephone interview, or which may be overcome by an 
Examiner's Amendment, the Examiner is requested to contact the undersigned attorney. 

Dated this 26 th day of July, 2007. 

Respectfully submitted, 



/David A. Jones/ Reg. 50,004 

DAVID A. JONES 
Registration No. 50,004 
Attorney for Applicant 
Customer No. 022913 
Telephone: (801) 533-9800 
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